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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 10, 11, 14-16, 18-19, 22-23 rejected under 35 U.S.C. 102 (b) as being 
unpatentable by Michael et al. (US 2003/0226143). 

Re claim 10, Michael et al. teaches a method for distributing a short message 
(SMS) to a video user (subscriber operating a TV), comprising: sending the short 
message (SMS) to a short messages distribution center (CATV gateway); forwarding 
the message from the distribution center (CATV gateway) to a video control device (TV 
set-top box) that controls a service available to the video user; and forwarding the 
message from the video control device (set-top box) to a terminal (TV) of the video 
user (Para 41 lines 1-4, Para 43 lines 9-12, Para 44 lines 1-7). 

Re claim 11, Michael et al. teaches a method, wherein an IP protocol (internet) is 
used in the forwarding the message between the video control device (set-top box) and 
the terminal (TV), and wherein the message is forwarded from the video control device 
(set-top box) to the terminal if the terminal (TV) is online (alert the appropriate TV 
subscriber) (Para 41 lines 1-4, Para 43 lines 9-12, Para 44 lines 1-7, and Para 47). 

Re claim 14, Michael et al. teaches a method wherein the message is stored at 
the video control device if the terminal is offline (Para 48 line 19-23). 
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Re claim 15, Michael et al. teaches a method wherein the stored message is 
forwarded by video control device when the offline terminal goes online (Para 48 line 
19-23). 

Re claim 16, Michael et al. teaches a method wherein a PSTN call number is 
used as an address of the video user (Para 42 lines 7-9). 

Re claim 18, Michael et al. teaches a video control device (TV set-top box) that 
controls a service available to a video user, a subscription mechanism that allows the 
video user (subscriber) to subscribe to a short message service (Para 2 lines 5-7); a 
registration mechanism for informing a distribution center (CATV gateway) of an 
address of the subscribed user (registered subscriber) (Para 57 lines 1-3) so that the 
distribution center(CATV gateway) forwards a message for the subscribed user to the 
video control device(TV set-top box); and a short message for the subscribed that is 
sent by the distribution center and forwarded to a terminal of the subscribed user (Para 
41 lines 1-4, Para 43 lines 9-12, Para 44 lines 1-7). 

Re claim 19, Michael et al. teaches a video device, wherein the user of the 
terminal is identified, and wherein the short message is forwarded to the terminal if the 
identified user is the video user(Para 49 lines 1-9). 

Re claim 22, Michael et al. teaches a distribution center (CATV gateway) for 
short messages, comprising: a logon device (logon request unit) to which a video user 
can be logged on via a video control device (TV set-top box) that controls a service 
available to the video user (subscriber); an incoming message from a mobile radio 
network that are addressed to the logged-on user; and a distribution device (CATV 
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gateway) that forwards the message to the video control device (TV set-top box), 
wherein the logged-on user is not in the mobile radio network (Para 41 lines 1-4, Para 
43 lines 9-1 2, Para 44 lines 1 -7, Para 49 lines 4-8 and fig 1 ). 

Re claim 23, Michael et al. teaches a distribution center, wherein the address is a 
PSTN call number (Para 42 lines 7-9). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 12, 13 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Michael et al. (US 2003/0226143) in view of Zhang et al. (US 2004/01 1 1749). 

Re claim 12, Michael et al. discloses the claimed invention as set forth in claim 
1 1 above. Michael et al. does not disclose a method of receiving a short message from 



Application/Control Number: 10/587,629 Page 5 

Art Unit: 4173 

the video user by the video control device; determining that a recipient of the message 
is not managed by the video control device; and forwarding the message to the 
distribution center. However Zhang et al. teaches a method of receiving a short 
Message (Demand short message) from the video user (user end) by the video control 
device (Receiving unit); determining that a recipient of the message is not managed by 
the video control device (Receiving Unit); and forwarding the message to the 
distribution center (program delivering end) (Para 18 and Para 24 lines 1-8). It would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
use the messaging back system of Zhang et al. with the message receiving system of 
Michael et al. in order to have a bidirectional communication using a TV set-top box. 

Re claim 13, Michael et al. discloses a method of forwarding (conveyed) the 
message (SMS message) to the recipient via an IP network (over the internet) and not 
by a mobile radio network (Para 46) along with the claimed invention as set forth in 
claim 1 1 above. Michael et al. does not disclose a method of receiving a short 
message from the video user by the video control device; determining that a recipient 
of the message is managed by the video control device. However Zhang et al. teaches 
a method of receiving a short message (short message) from the video user (user end) 
by the video control device (receiving unit); determining (extracting the user identifier) 
that a recipient of the message is managed by the video control device (Para 18 and 
Para 24 lines 1-8). It would have been obvious to one having ordinary skill in the art at 
the time of the invention to use the messaging back system of Zhang et al. with the 
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message receiving system of Michael et al. in order to have bidirectional 
communication using a TV set-top box. 

Re claim 20, Michael et al. discloses the claimed invention as set forth in claim 
19 above. Michael et al. does not disclose a video device, wherein a further user has 
not subscribed to the device, and wherein a short message originating from the 
subscribed user is sent to the further user by forwarding the message to the 
distribution center. However Zhang et al. teaches a video device, wherein a further 
user has not subscribed to the device, and wherein a short message (short message) 
originating from the subscribed user (user end) is sent to the further user by forwarding 
the message to the distribution center (program delivering end) (Para 18 and Para 24 
lines 1-8). It would have been obvious to one having ordinary skill in the art at the time 
of the invention to use the messaging back system of Zhang et al. with the message 
receiving system of Michael et al. in order to have a bidirectional communication using 
a TV set-top box. 

6. Claims 17 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Michael et al. (US 2003/0226143) in view of Setoyama et al. ( US 6,188,684). 

Re claim 17, Michael et al. discloses the claimed invention as set forth in claim 
1 1 above. Michael et al. does not disclose a method wherein an IP address or a URI is 
used as an address of the video user. However Setoyama et al. teaches a method 
wherein an IP address or a URI is used as an address of the video user (Col 8, lines 
10-14). It would have been obvious to one having ordinary skill in the art at the time of 
the invention to use the IP address for the set-top box of Setoyama et al. with the 
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message receiving system of Michael et al. in order to have a bidirectional 
communication system using set-top box. 

Re claim 21 , Michael et al. discloses the claimed invention as set forth in claim 
1 1 above. Michael et al. does not disclose a video device, wherein when a plurality of 
users have subscribed to the device including a first user and a second user, the 
device acts as a distribution center, and wherein a short message originating from the 
first user is sent to the second user via an IP network and without entering the mobile 
radio network. However Setoyama et al. teaches a video device, wherein when a 
plurality of users (one or more) have subscribed to the device including a first user (first 
communication station) and a second user (second communication station), the device 
acts as a distribution center (communication link), and wherein a short message 
originating from the first user (first communication station) is sent to the second user 
(second communication station) via an IP network (dial up link) and without entering 
the mobile radio network (Col 4 lines 1-9, and fig 1). It would have been obvious to one 
having ordinary skill in the art at the time of the invention to use the plurality of users 
communicating via dial up link of Setoyama et al. with the message receiving system of 
Michael et al. in order to have a bidirectional communication system using set-top box. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AJAY P. CATTUNGAL whose telephone number is 
(571)270-7525. The examiner can normally be reached on Monday- Friday 7:30 - 5:00, 
Alternating Fridays OFF. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jinhee Lee can be reached on 571-292-1977. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. P. C.I /Jinhee J Lee/ 

Examiner, Art Unit 4173 Supervisory Patent Examiner, Art Unit 4173 



